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Kl Responsive to communication(s) filed on Mar 1, 2000 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to^expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 1-20 is/are pending in the application. 

Of the above, claim (s) 6-18 arid 20 is/are withdrawn from consideration. 

□ Claim (s) is/are allowed. 

Kl Claim(s) 1-5 arid 19 is/are rejected. 

□ Claim (s) is/are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

Kl See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on . is Qpproved Qlisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Kl Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Kl All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

♦Certified copies not received: • 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

Kl Notice of References Cited, PTO-892 

Kl Information Disclosure Statement{s), PTO-1449, Paper No(s). 5 

□ Interview Summary, PTO-413 

Kl Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 
Election/Restriction 

1 . Applicant's election with traverse of Group I and species A,S (claims 1 -5 and 1 9) in Paper 
No. 6 is acknowledged. The traversal is on the ground(s) that the Office has not provided 
sufficient reasons as to why batteries and capacitors using the same material are unrelated 
inventions, and also that the Office has not provided a reason to support a conclusion of 
patentable distinctness between the species. This is not found persuasive because firstly, 
regarding the species, the burden is on A pplicants to come forth with evidence supporting a 
conclusion of obviousness or non-distinctness between the species. The Examiner's statement 
that the species would be patentable over each other is sufficient reason to sustain an Election of 
Species requirement. Furthermore, regarding the restriction requirement, it is deemed proper due 
to the separate status in the art that batteries and capacitors have acquked, as evidenced by their 
different classification and by their different and functions and effects. While both are "energy 
storage devices", batteries and capacitors are designed to perform significantly different functions 
in electrical applications. For example, capacitors are not suited for applications which require a 
constant potential, and the different curtent-voltage characteristics of the two devices are widely 
recognized. 

The requirement is still deemed proper and is therefore made FINAL. 
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Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 5 recites the compounds "3Ag2S'Ag2S3" and "AuSj". Both of these compounds 
appear to fail to further limit the parent compound, "A^S". Thus, the recitation of the compounds 
is not clear, and requires correction. 

aaim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1, 2, 4, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Plichta et 
al (U.S. Pat. 5,154,990). The reference teaches a nonaqueous secondary battery comprising a 
negative electrode material of CuS in column 3, lines 8-11. Thus, the instant claims are 
anticipated. 
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6. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by EP 284104, The 
reference teaches a nonaqueous secondary battery comprising a negative electrode material of 
CujS or AgjS on page 4, line 3. Thus, the instant claims are anticipated. 

aaim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al (U.S. Pat. 5,998,063). 

The reference teaches a nonaqueous secondary battery comprising a positive electrode 
material which may include gold sulfide in colunm 10, lines 50-58. The reference further teaches 
that the negative electrode actually comprises some cathode active material in column 4, lines 18- 
27. 

The reference does not explicitly teach that the gold sulfide is represented by AuS or 

AuSj. 

However, the invention as a whole would have been obvious to one of ordinary skill in the 
art at the time the invention was made because the artisan may reasonably expect the gold sulfide 
to be represented by one of the above formulas. Since no criticality or unexpected results have 
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been shown for the stoichiometric amounts of each element in the compound, the general 
disclosure of a gold sulfide is sufficient to render the instant claims obvious. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications fi-om the examiner 
should be directed to Jonathan Crepeau whose telephone number is (703) 305-0051. The 
examiner can normally be reached Monday-Friday from 9:30 AM - 6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Maria Nuzzolillo, can be reached at (703) 305-3776 fi-om Monday-Thursday. The phone number 
for the organization where this application or proceeding is assigned is (703) 305-5900. 

Documents may be faxed to (703) 306-3429. The official fax number for documents of 
extreme importance is (703) 305-3599 (it will take longer to receive documents faxed to this 
number; therefore the first number is preferred). 

Any inquiry of general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



JSC 

April 3, 2000 
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